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JosepH Scuuitz Brewine Co. v. Houston Ice & Brewine Co., 


ET AL. 
(39 Supreme Court Rep. 401) 


Supreme Court of the United States 
May 19, 1919 


TraDE-Marks—INFRINGEMENT—IMITATION. 

Where plaintiff alleges imitation of his trade-mark, it is not neces- 
sary that the imitation of some feature of the plaintiff's mark would 
deceive if taken alone; it is sufficient if the imitation is deceptive when 
taken with elements of the mark which are common to the public. But 
the unlawful imitation must be what achieves the deception, though 
it could do so only on the special back-ground lawfully used. 


On writ of certiorari to the United States Circuit Court of 
Appeals, which had affirmed a decree in favor of defendants. See 
7 T. M. Rep. 417. Affirmed. 


Mr. Russell Jackson, of Milwaukee, Wis., for petitioner. 
Mr. H. M. Garwood, of Houston, Tex., for respondents. 


Mr. Justice Hotmes delivered the opinion of the Court. 

This is a bill in equity brought to restrain the use of a trade- 
mark alleged to infringe the plaintiff's, or at least to be used in a 
way that is calculated to deceive and unfairly to interfere with the 
plaintiff's good will. Both courts have found for the defendant 
(241 Fed. 817, 154 C. C. A. 519 [7 T. M. Rep. 417]), so that the 
only question that we shall consider is whether upon inspection it 
can be said as matter of law that the admitted acts of the defendant 
are a wrong of which the plaintiff can complain. 

Both parties sell beer in brown bottels with brown labels and 
the plaintiff conceded below and still with some unwillingness seems 
to concede that, although perhaps it first introduced them in this 
connection and this place, it cannot claim the brown bottle, the brown 
label, or the two combined. These could be used without a warn- 
ing, such as sometimes is required, that the beer was not the plain- 
tiff’s. The only question is how the additional element, the form 
of the inscription, should be treated. It often is said that the plain- 
tiff must show a deception arising from some feature of its own not 
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common to the public. United States Tobacco Co. v. McGreenery 
(C. C.) 144 Fed. 531, 532, cited by the court below. But so stated 
the proposition may be misleading. It is not necessary that the 
imitation of the plaintiff's feature taken alone should be sufficient to 
deceive. It is a fallacy to break the fagot stick by stick. It would 
be enough if taken with the elements common to the public the in- 
scription accomplished a result that neither would alone. New 
England Awl & Needle Co. v. Marlborough Awl & Needle Co., 168 
Mass. 154, 156, 46 N. E. 386, 60 Am. St. Rep. 377. 

But it is true that the unlawful imitation must be what achieves 
the deception, even though it could do so only on the special back- 
ground lawfully used. The question again narrowed is whether that 
is the case here. The shape of the defendant’s label is different 
from the plaintiff’s; the script upon it not only is wholly different 
from the other in meaning, to one who reads thé two, but hardly can 
be said to resemble it as a picture. The two labels are attached to 
the bottles in quite unlike modes. The Schlitz is applied in a spiral 
around the length of the bottle so as to make the ends of the label 


parallel to the sides of the glass. The defendant’s is pasted around 
the bottom of the bottle in the usual way. This diversity of itself 
renders mistake unlikely. If there were deception it seems to us 


that it would arise from beer and brown color and that it could 
not be said that the configuration appreciably helped. Coats v. 
Merrick Thread Co., 149 U. S. 562, 573, 13 Sup. Ct. 966, 37 L. Ed. 
847. Beyond stating the principles to be applied there is little to 
be said except to compare the impression made by the two, or, if 
that form of statement is preferred, the memory of Schlitz with the 
presence of the defendant’s bottles as marked. 
Decree affirmed. 


Mr. Justice McKenna and Mr. Justice Pitney dissent. 
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Boston Store or Cuicaco v. AMERICAN GRAPHOPHONE CoMPANY, 
ET AL. 
(246 U. S. 8) 


Supreme Court of the United States 
March 4, 1918 


1. Frxrno or Resate Prices—PatTenrTeD ARTICLES. 

Where a patent owner delivers patented articles to a dealer by a 
transaction which, essentially considered, is a completed sale, stipula- 
tions in the contract that the articles may not be resold at prices other 
or lower than those fixed presently and from time to time by the patent 
owner are void under the general law, and are not within the monopoly 
conferred, or the remedies afforded, by the patent law. 

2, Frixine or Resare Praices—Patentep Artictes—Basis or Decisions. 

Recent decisions of this court denying the right of patent owners, 
in selling patented articles, to reserve control over the resale or use 
were not rested upon any mere question of the form of notice attached 
to the articles or the right to contract solely by reference to such notice, 
but upon the fundamental ground that the control of the patent owner 
over the articles in question ended with the passing of title. 


Mr. Walter Bachrach and Mr. Hamilton Moses, with whom 
Mr. Joseph W. Moses was on the briefs, for Boston Store 
of Chicago. 

Mr. Elisha K. Camp, Mr. Daniel N. Kirby and Mr. James M. 
Beck, with whom Mr. Gilbert H. Montague was on the 
briefs, for American Graphophone Co., et al. 


[The arguments of counsel are omitted. | 


Mr. Curer Justice Wuire delivered the opinion of the court. 

The court below before whom this case is pending, desiring in- 
struction to the end that the duty of deciding the cause may be per- 
formed, has certified certain facts and propounded questions for 
solution arising therefrom. The certificate as to some matters 
of procedure is deficient in specification and looked at from the 
point of view of the questions which it asks is somewhat wanting in 
precision. As, however, the matters not specified are not in dispute 
and the want of precision referred to is not so fundamental as to 
mislead or confuse, we are of opinion the duty rests upon us to 
answer the questions, and we come to discharge it, making the state- 
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ments, however, which we have made as an admonition concerning 
the duty not to be negligent and ambiguous but to be careful and 
precise in preparing certificates as the basis for questions pro- 
pounded to obtain our instruction. 

Without in any degree changing, we rearrange and somewhat 
condense the case as stated in the certificate. The American 
Graphophone Company, a West Virginia corporation, as assignee 
of certain letters patent of the United States, was the sole manu- 
facturer of Columbia graphophones, grafonolas, records and blanks ; 
and the Columbia Graphophone Company, also a West Virginia cor- 
poration, was the general agent of the American Company for the 
purpose of marketing the devices above stated. 


“The American Company, acting through its agent, the Columbia 
Company, employs in the marketing of its phonographic records and its 
other products a system of price maintenance, by which system it has been 
its uniform practice to cause its agent, the Columbia Company, to enter 
into * * * contracts * * * in the name of the Columbia Company, with 
dealers in phonographic records, located in the United States and its terri- 
torial possessions, to whom the American Company delivers its product, 
through the Columbia Company, by which it is provided, in part, that in 
consideration of the prices at which prescribed quantities of the various 
said products of the American Company are agreed to be delivered to such 
dealer, the dealer, in turn, obligates himself or itself in selling such products 
to adhere strictly to and to be bound by and not to depart from the 
official list prices promulgated from time to time by the Columbia Company 
for said products, and further expressly covenants not in any way to dis- 
pose of any such products at less than such list prices. The American 
Company fixes and prescribes the prices of its said products, and said con- 
tracts when entered into cover all such products of the American Company 
which may thereafter from time to time be acquired by such dealers from 
the Columbia Company, without any new express price restriction contract 
being entered into at the time when each order for goods subsequent to 
the entering into of said contract is placed or filled by said dealers. 

“In pursuance of said price maintenance system the Columbia Com- 
pany, acting under said instructions and as the agent of the American 
Company, entered into (such) contracts with over five thousand dealers in 


phonographic records located in the United States and its territorial pos- 
sessions.” ° 


The Boston Store, an [Illinois corporation established at 
Chicago, dealt with the American Company through its agent, the 
Columbia Company, conformably to the system of business which 
was carried out as above stated. The contract evidencing these 
dealings, which was typical of those by which the business system 
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was carried on, was entered into in October, 1912, and contained the 
following clauses: 


“No Jospsinc Priviteces ExteNpED UNDER THIS CONTRACT. 


“Notice to Purchasers of ‘Columbia’ Graphophones, Grafonolos, Records 
and Blanks. 


“All ‘Columbia’ Graphophones, Grafonolos, Records and Blanks are 

manufactured by the American Graphophone Company under certain 
patents and licensed and sold through its sole sales agent the Columbia 
Phonograph Company (General), subject to conditions and restrictions as 
to the persons to whom and the prices at which they may be resold by any 
person into whose hands they come. Any violation of such conditions or 
restrictions make (s) the seller or user liable as an infringer of said 
vatents. 
' “After reading the foregoing notice and in consideration of current 
dealers’ discounts given to me/us by the Columbia Phonograph Company 
(General) I/we Hereby Agree to take any Columbia product received 
by me/us from said Company, either directly or through any intermediary, 
under the conditions and restrictions referred to in said notice and to ad- 
here strictly and be bound by the official list prices established from time 
to time by said Company and that ‘I/we will neither give away, sell, offer 
for sale, nor in any way dispose of such goods, either directly or through 
any intermediary, at less than such list prices, nor induce the sale of such 
goods by giving away or reducing the price of other goods, nor sell or 
otherwise dispose of any of said goods, directly or indirectly, outside of the 
United States, and I/we understand that a breach of this agreement will 
amount to an infringement of said patents and subject me/us to a suit 
and damages therefor. I/We admit the validity of all patents under which 
said product is manufactured and hereby covenant and agree not to ques- 
tion or contest the same in any manner whatsoever. I/We further under- 
stand and agree that this license extends the right to market said Columbia 
product from the below mentioned address only, and that a separate con- 
tract is required to market said product from a branch store or stores, or 
through an agent or agencies at any other point. 

“I/We acknowledge the receipt of a duplicate of the foregoing notice 
and contract and that no representations or guarantees have been made 
by the salesman on behalf of said Company which are not herein expressed. 
I/We also acknowledge receipt of the official list prices on all Columbia 
product (s) in force at the date hereof.” 


This contract contained a note specifying large rates of dis- 
count from the list prices for purchases made under its terms, and 
contained a refererce to other lists of net prices covering particular 
transactions and to the “current Columbia catalogues for list prices 
on machines, records and supplies.” 

Under this contract at the time and also subsequent to its mak- 
ing the Columbia Company delivered to the Boston Store at Chicago 
a number of graphophones and appliances made by the American 
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Company at the sums fixed in the contract as above stated. This 
suit arose from a disregard by the Boston Store of the rule as to 
maintenance of price fixed in its contract, that is, from selling the 
articles at a less price than that which the contract stipulated should 
be maintained, and the bill was filed against the Boston Store by 
the American and Columbia Companies to enjoin the alleged viola- 
tions of the contract. While the certificate is silent as to the aver- 
ments of the bill, in the argument it is stated and not disputed that 
it was based on a right to make the contract for the maintenance of 
prices in and by virtue of the patent laws of the United States and 
the resulting right under such laws to enforce the agreement as to 
price maintenance as part of the remedy given by the patent law to 
protect the patent rights of the American Company. The court 
enjoined the Boston Store as prayed from disregarding the terms 
of the contract as to price maintenance. (225 Fed. Rep. 785). On 
appeal the court below made the certificate previously stated and 
propounded four questions for our decision. 


In a general sense the questions involve determining whether 


the right to make the price maintenance stipulation in the contract 
stated and the right to enforce it were secured by the patent law, 
and if not, whether it was valid under the general law, and was 
within the jurisdiction of the court, on the one hand because of its 
authority to entertain suits under the patent law, or its power on 
the other to exercise jurisdiction because of diversity of citizenship. 
We at once say, despite insistence in the argument to the contrary, 
that we are of opinion that there is no room for controversy concern- 
ing the subjects to which the questions relate, as every doctrine 
which is required to be decided in answering the questions is now no 
longer open to dispute, as the result of prior decisions of this court, 
some of which were announced subsequent to the making of the 
certificate in this case. Under this situation our duty is limited to 
stating the results of the previous cases, to briefly noticing the con- 
tentions made in argument concerning the non-applicability of those 
results to the case in hand, and then to applying to the questions 
the indisputable principles controlling the subjects which the ques- 
tions concern. As, however, the discharge of these duties as to each 
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and all of the questions will require a consideration of the cases to 
be applied, it must result that if the questions be primarily con- 
sidered separately, reiteration concerning the decided cases will 
inevitably take place. To avoid this redundancy of statement we 
therefore at once, as briefly as we may, state the adjudged cases 
which are applicable, in order that in the light afforded by one state- 
ment concerning them the questions may be considered and answered. 

In Bobbs-Merrill Co. v. Straus, 210 U. S. 839, it was settled 
that the exclusive right to vend a copyrighted book given by the 
copyright law did not give to the owner of the copyright and book 
the right to sell for a price satisfactory to him and by a notice placed 
in the book fix a price below which it should not be sold by all those 
who might subsequently acquire it, and that, as such a right was not 
secured by the copyright law or the remedies which it afforded, a 
court of the United States had no jurisdiction to afford relief on the 
contrary theory. 

In Dr. Miles Medical Co. v. Park & Sons Co., 220 U. S. 373, 
it was decided that under the general law the owner of movables 
(in that case, proprietary medicines compounded by a secret for- 
mula) could not sell the movables and lawfully by contract fix a 
price at which the product should afterwards be sold, because to 
do so would be at one and the same time to sell and retain, to part 
with and yet to hold, to project the will of the seller so as to cause 
it to control the movable parted with when it was subject to his 
will because owned by another, and thus to make the will of the 
seller unwarrantedly take the place of the law of the land as to 
such movables. It was decided that the power to make the limita- 
tion as to price for the future could not be exerted consistently with 
the prohibitions against restraint of trade and monopoly contained 
in the Anti-Trust Law. 

In Henry v. Dick Co., 224 U. S. 1, it was held that the owner 
of a patented machine (a rotary mimeograph) and the patents which 
covered it had, in selling the same, a right to contract with the 
purchaser not to use materials essential for working it unless bought 
from the seller of the machine, and to qualify the condition as a 
license of the use; that this right included the further right, by 
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notice on the machine of the contract, to affect a third person who 
might deal with the purchaser with knowledge of the contract and 
notice so as to make him liable as a contributory infringer if he dealt 
with the buyer in violation of the terms of the notice. It was 
further decided that the right to make such contract arose from 
the right conferred by the patent law, and that jurisdiction to en- 
force it as against the contributory infringer existed under that 
law. At the time this case was decided there was one vacancy on 
the bench and one member of the court was absent. There was 
division, four members concurring in the ruling which the court 
made and three dissenting. 

Bauer v. O'Donnell, 229 U. S. 1, again involved the right of a 
seller to impose a restraint on the price of future sales. It arose 
on a certificate from the Court of Appeals of the District of Colum- 
bia asking whether the right asserted was within the monopoly con- 
ferred by the patent law and whether, therefore, the duty to enforce 
it under that law obtained, and the power to give the remedy sought 
as a means of preventing an infringement of the patent existed. 
Although pointing out that the restriction on future price which the 
certificate states was indisputably void and unenforcible under the 
general law as the result of the ruling in the Miles Medical Case, 
supra, it was held that that ruling was not necessarily opposite, 
because the certificate and the question presented restricted the case 
to determining whether the right to limit the price existed because 
within the monopoly granted by the patent law, and whether the 
relief asked was within the remedy which that law afforded. Con- 
sidering the case in that limited aspect, it was decided: (a) That 
the exclusive right to vend given by the patent law had the same 
significance which had been affixed to that word in the copyright 
law in the Bobbs-Merrill Case, supra. (b) That hence, when the 
holder of a patented article had sold it, the article so sold passed 
out of the monopoly, and the right to make future sales by one who 
bought it was not embraced by the patent law and, consequently, 
that law could not be extended so as to perpetuate its control be- 
yond the limits to which by the operation of law it reached. In 
other words, the decision was that a patentee could not use and 
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exhaust the right to sell, as to which a monopoly was given him 
by the patent law, and yet by conditions and stipulations continue 
that law in effect so as to make it govern things which by his volun- 
tary act were beyond its scope. And (c) that, as a result, where 
an article had been sold and passed beyond the monopoly given by 
the patent law, remedies on the theory of infringement were not ap- 
plicable to acts done which could not have that character. It was 
hence answered that the controversy and the remedies invoked were 
not within the patent law. As the case dealt with the right to vend 
under the patent law, the court reserved any express statement con- 
cerning the scope of the right to use conferred by that law. 

In Straus v. Victor Talking Machine Co., 243 U. S. 490, the 
right to fix a permanent marketing price at which phonographs 
should be resold after they had been sold by the patentee was con- 
sidered. Basing its action upon the substance of things, and dis- 
regarding mere forms of expression as to license, etc., the court held 
that the contract was obviously in substance like the one considered 
in the Miles Medical Case and not different from the one which had 
come under review in Bauer v. O’Donnell. Thus brushing away 
disguises resulting from forms of expression in the contract, and 
considering it in the light of the patent law, it was held that the 
attempt to regulate the future price or the future marketing of the 
patented article was not within the monopoly granted by the patent 
law, in accordance with the rule laid down in Bauer v. O’ Donnell. 

The general doctrines, although presented in a different aspect, 
were considered in Motion Picture Patents Co. v. Universal Film 
Manufacturing Co., 243 U. S. 502. The scope of the case will be 
at once made manifest by the two questions which were certified for 
solution: 


“First. May a patentee or his assignee license another to manufacture 
and sell a patented machine and by a mere notice attached to it limit its use 
by the purchaser or by the purchaser’s lessee, to films which are no part of 
the patented machine, and which are not patented? Second. May the as- 
signee of a patent, which has licensed another to make and sell the machine 
covered by it, by a mere notice attached to such machine, limit the use of 
it by the purchaser or by the purchaser’s lessee to terms not stated in the 


notice but which are to be fixed, after sale, by such assignee in its discre- 
tion?” ; 
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The case therefore directly involved the general question of the 
power of the patentee to sell and yet, under the guise of license or 
otherwise, to put restrictions which in substance were repugnant 
to the rights which necessarily arose from the sale which was made. 
In other words, it required once again a consideration of the doctrine 
which had been previously announced in Henry v. Dick Co. and of 
the significance of the monopoly of the right to use, conferred by 
the patent law, which had been reserved in Bauer v. O’Donnell. 
Comprehensively reviewing the subject, it was decided that the rul- 
ings in Bauer v. O’Donnell and Straus v. Victor Talking Machine 
Co. conflicted with the doctrine announced and the rights sustained 
in Henry v. Dick Co., and that case was consequently overruled. 
Reiterating the ruling in the two last cases, it was again decided 
that, as by virtue of the patent law, one who had sold a patented 
machine and received the price, and had thus placed the machine 
so sold beyond the confines of the patent law, could not, by qualify- 
ing restrictions as to use, keep under the patent monopoly a subject 
to which the monopoly no longer applied. 

Applying the cases thus reviewed, there can be no doubt that 
the alleged price-fixing contract disclosed in the certificate was con- 
trary to the general law and void. There can be equally no doubt 
that the power to make it in derogation of the general law was not 
within the monopoly conferred by the patent law and that the at- 
tempt to enforce its apparent obligations under the guise of a patent 
infringment was not embraced within the remedies given for the 
protection of the rights which the patent law conferred. 

Thus concluding, it becomes we think unnecessary to do more 
than say that we are of opinion that the attempt in argument to 
distinguish the cases by the assumption that they rested upon a mere 
question of the form of notice on the patented article, or the right 
to contract solely by reference to such notice, is devoid of merit, 
since the argument disregards the fundamental ground upon which, 
as we have seen, the decided cases must rest. Moreover, so far as 
the argument proceeds upon the assumption of the grave disaster 
which must come to the holders of patent rights and articles made 
under them from the future application of the doctrine which the 
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cases establish, it must be apparent that if the forebodings are real 
the remedy for them is to be found, not in an attempt judicially to 
to correct doctrines which by reiterated decisions have become con- 
clusively fixed, but in invoking the curative power of legislation. 
In addition, through perhaps an abundance of precaution, we direct 
attention to the fact that nothing in the decided cases to which we 
have referred, having regard either to the application of the gen- 
eral law or of the patent law, deprives an inventor of any right 
coming within the patent monopoly, since the cases alone concerned 
whether the monopoly of the patent law can be extended beyond the 
scope of that law or, in other words, applied to articles after they 
have gone beyond its reach. The proposition so earnestly insisted 
upon, that, while this may be true, it does not fairly consider the 
reflex detriment to come to the rights of property of the inventor 
within the patent law as a result of not recognizing the right to 
continue to apply the patent law as to objects which have passed 
beyond its scope, is obviously not one susceptible of judicial 
cognizance. This must be, since whether, for the preservation of 
the rights which are within a law, its provisions should be extended 
to embrace things which it does not include, typically illustrates 
that which is exclusive of judicial power and within the scope of 
legislative action. 

It remains, then, only to apply the principles established by 
the authorities which we have stated to the answers to the questions. 

The first question is: 


“Does jurisdiction attach under the patent laws of the United States?” 


As we assume under the admissions of counsel that the bill 
asserted the existence of rights under the patent law, and as at the 
time it was filed the want of merit in such assertion had not been 
so conclusively settled as to cause it to be frivolous, we are of the 
opinion that the court had jurisdiction to pass upon the case as made 
by the bill, that is, to determine whether or not the suit arose under 
the patent law and hence as thus understood the question should 
be answered, yes. 

Considering the second and third questions as virtually involv- 
ing one consideration we state them together: 
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“OQ 
we 


If so, do the recited facts disclose that some right or privilege 
granted by the patent laws has been violated? 

“3. Can a patentee, in connection with the act of delivering his 
patented article to another for a gross consideration then received, lawfully 
reserve by contract a part of his monopoly right to sell?” 

Correcting their. ambiguity of expression by treating the ques- 
tions, as they must be treated, as resting upon and deducible from 
the facts stated in the certificate and therefore as embracing in- 
quiries concerning the contract of sale containing the price main- 
tenance stipulation, it follows from what we have said that the ques- 
tions must be answered in the negative. 

The final question is this: 

“4, If jurisdiction attaches solely by reason of diversity of citizenship, 
do the recited facts constitute a cause of action?” 

Upon the hypothesis which this question assumes there also can 
be no doubt that it must be answered in the negative. 

The first question will be certified as answered yes, and the 
second, third and fourth as answered, no. 

And it is so ordered. 


Mr. Justice BranpeE!s, concurring. 

Whether a producer of goods should be permitted to fix by con- 
tract, express or implied, the price at which the purchaser may re- 
sell them, and if so, under what conditions, is an economic question. 
To decide it wisely it is necessary to consider the relevant facts, 
industrial and commercial, rather than established legal principles. 
On that question I have expressed elsewhere views which differ 
apparently from those entertained by a majority of my brethren. I 
concur, however, in the answers given herein to all the questions 
certified; because I consider that the series of cases referred to in 
the opinion settles the law for this court. If the rule so declared 
is believed to be harmful in its operation, the remedy may be found, 
as it has been sought, through application to the Congress, or relief 
may possibly be given by the Federal Trade Commission, which has 
also been applied to. 


Mr. Justice Hotmes and Mr. Justice VAN DevanTer are of 
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opinion that each of the questions should be answered in the 
affirmative. 


(Nore.—As this case is primarily a patent case, it was not included 
in the Reporter at the time it was decided. We publish it now because of 
its bearing upon the question of price maintenance). 


Baran v. Goopyear Tire & Russer Co., ET AL. 
(256 Fed. Rep. 570) 


United States District Court, Southern District of New York 


July 29, 1918 


Monopoty—SHERMAN AND Crayton Acts—SEPARATE Causes OF ACTION. 
Where a complaint alleges violations of both the Sherman and the 
Clayton Acts, the defendant is entitled to have the cause of action 
based upon each statute stated separately. 


Action at law. The defendant moves to compel a separate 
statement of commingled causes of action. Motion granted. 
See also 9 T. M. Rep. 99. 


House, Grossman & Vorhaus, of New York City, for plaintiff. 
Lewis & Kelsey, of New York City, for defendants. 


Aveustus N. Hann, District Judge: The complaint sets out 
in one cause of action facts which may be regarded as violations of 
the Sherman Anti-Trust Act (Act July 2, 1890, c. 647, 26 Stat. 209 
[Comp. St. §§ 8820-8823, 8827-8830]) and the Clayton Act (Act 
Oct. 15, 1914, c. 323, 38 Stat. 730). Some of them apparently 
violate one of these acts, and some may violate both. These are 
separate acts, and remain so in spite of certain clauses of the Clay- 
ton Act which relate to both. I think the defendants are entitled 
to have these commingled causes of action separately stated, so that 
they may better prepare for trial and have the advantage by de- 
murrer of eliminating one from consideration if a demurrer should 
be sustained. 

The illegality complained of which would violate the Sherman 
Act is apparently an attempt to monopolize the trade in certain 
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automobile accessories. This almost necessarily depends on the de- 
fendants’ whole plan, and I can see no reason why it should not be 
pleaded as a whole, and given the legal effect that the transactions 
call for. In this I agree with the decision of Judge Colt in Cilley 
v. United States Machinery Co. (D. C.) 202 Fed. 598. I do not 
think the legal questions there under consideration were disposed of 
in any different way by the Circuit Court of Appeals of the Third 
Circuit in Buckeye Powder Co. v. E. I. Du Pont, etc., Co., 223 Fed. 
881, 1389 C. C. A. 119. Matters discussed in Judge Lanning’s 
opinion in Rice v. Standard Oil Co. (C. C.) 134 Fed. 464, did not 
really arise for consideration in that case, because the Circuit Court 
of Appeals thought the gravamen of the action was an attempt to 
create a monopoly forbidden by the second clause of the Sherman 
Act, not a conspiracy to restrain trade denounced by the first clause. 
Such seems to be the situation here so far as the Sherman Act is 
concerned. 

Irrespective, however, of whether a pleader should state viola- 
tions of the two sections of the Sherman Act in separate counts, I 
think violations of the Clayton Act which may occur without any 
combination to restrain trade or any attempt to monopolize within 
the meaning of the Sherman Act, but by reason of price discrimina- 
tion or contracts that a purchaser. shall not deal in the goods of a 
competitor, should be set forth in a separate count. 

The motion is therefore granted, and the plaintiff is directed to 
file an amended complaint, stating violations of the Sherman Act in 
one count, and of the Clayton Act in a second count. 


SuHIp.Ley v. HALL 
(256 Fed. Rep. 539) 


United States District Court, Eastern District of Pennsylvania 


April 9, 1919 


Trave-Marks—ArsiTrary Worp Becomine Descriptive Name. 

Where in a suit for infringement of a word trade-mark the evi- 
dence showed that the word, though originally adopted by the plaintiff 
as an arbitrary term applied to a certain kind of imported wood, had 
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come by use and association to be the descriptive name of such wood 
and that it was not distinctly connected with the plaintiff or his manu- 
facture, the plaintiff failed to establish an exclusive right in the word, 
and the suit was dismissed. 


Suit in equity. Bill dismissed. 


Francis M. Gumbes, of Philadelphia, Pa., for plaintiff. 
! Hepburn, Dechert & Norris and Charles J. Hepburn, all of 
u Philadelphia, Pa., for defendant. 


Tuompson, District Judge: The plaintiff on April 4, 1907, 
applied for the registration of the trade-mark “Bethabara Wood” 
for fishing rods. In support of his application he filed a statement 
setting forth that the trade-mark had been continuously used in his 


i business since on or about March 15, 1882, and that it was applied 
a and affixed to the goods or to the packages containing the same by 
: placing thereon a printed label on which the trade-mark was shown. 


A certificate of registration, No. 63,747, was duly issued July 9, 
1907. 
‘ In his bill, the plaintiff avers that on March 15, 1882, he 
adopted the arbitrarily selected name “Bethabara Wood” as a trade- 
; mark and means of identifying his leading fishing rods and wood 
for the manufacture of the same, and that since that time he has 
continued to manufacture, put up, ship and deliver specially chosen 
and prepared wood of high grade and quality and marked with the 
the said trade-mark; that he was the first to adopt and use the 
arbitrary word “Bethabara Wood” as a trade-mark for wood so 
manufactured, and that he is the sole and exclusive owner of the 
trade-mark. He avers that he has extensively advertised through- 
out the United States and foreign countries the said wood by desig- 
nating it as “Bethabara Wood’; that by means of the use of the 
€ trade-mark and the advertisements the wood became known and 
was referred to, bought, sold and ordered under the name of “‘Betha- 
bara Wood,” and the word “Bethabara Wood” came to identify the 
brand of wood so manufactured, put up, sold and advertised by the 
plaintiff; that the public, purchasers and consumers of the wood 
continued to identify it by the trade-mark “Bethabara Wood,” and 


the title has come to indicate its origin, manufacture and production 
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to purchasers and consumers. He charges that the defendant is an 
importer and manufacturer of foreign woods, and is using upon in- 
ferior wood not manufactured by the plaintiff the mark “Bethabara 
Wood,” thus infringing the plaintiff's trade-mark. 

It appears from the evidence that the plaintiff in 1862 became 
engaged in business with his father under the name of A. B. Shipley 
& Son in the manufacture and sale of fishing rods and tackle; that 
the business was later conducted in the name of the plaintiff, 
Malcolm A. Shipley. In 1880, the plaintiff learned that some one 
in England had used a certain kind of wood to make fishing rods 
and sent to England and got some of the wood. He then concluded 
that he would exploit it and gave it the arbitrary name “Bethabara 
Wood” and started to advertise it. The wood in question is of close 
texture, hard and resilient, and comes from British Guiana, where 
it was known as ‘““Washaba” wood. It was described, as early as 
1881, in a work by Dr. James A. Henshall on “Black Bass,” as 
having been introduced by A. B. Shipley & Son for making fishing 
rods. The plaintiff sold some of the wood to F. D. Divine, a rod- 
maker, of Utica, N. Y., by whom it was advertised for sale as 
“Bethabara Wood” in 1883 in the “American Angler.” It was also 
imported and used for nearly 25 years prior to 1907 by others for 
the manufacture of fishing rods for sale, and was sold in square 
strips to fishermen for making their own rods and to dealers, and 
was advertised by them, under the name of “Bethabara.” Thus 
“Washaba” wood, long before 1907, came to be known as “Betha- 
bara Wood” to manufacturers, dealers and fishermen in this country, 
and finally it came to be known as ““Bethabara Wood” in the country 
from which it was exported. 

There is no evidence that the plaintiff, in using the name 
“Bethabara Wood” for fishing rods for many years after 1880, had 
the exclusive use of the word arbitrarily selected by him as the name 
for “Washaba” wood, as indicating its origin in him; but there can 
be no doubt that the word “Bethabara” had come to indicate ‘“Wash- 
aba” wood as a generic or descriptive name, and was so used gen- 
erally throughout the trade, and by the purchasing public, and that 
it alone was used as a name for Washaba wood by importers, manu- 
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facturers and dealers. In short, the evidence shows that, although 
the word “Bethabara’” was originally adopted by the plaintiff as a 
term for Washaba wood, it came, by use, association and acceptation, 
to be the descriptive name for Washaba wood, and in the trade and 
to purchasers it was not distinctively connected with the plaintiff or 
the plaintiff's manufacture. The evidence to sustain this conclusion 
is so overwhelming that it is not necessary to review or discuss it. 
When the plaintiff obtained his trade-mark, therefore, he was 


> 


not entitled to the exclusive use of the word “Bethabara,” invented 
by him 27 years before. The plaintiff has not attempted to show 
the sale by the defendant of fishing rods bearing his trade-mark, 
but there is evidence of two sales by the defendant of small quanti- 
ties of Washaba wood in square strips for the purpose of making 
fishing rods under the name of “Bethabara Wood.” There was no 
mark or brand upon the wood so sold by the defendant in imitation 
of the plaintiff's registered trade-mark. ‘The defendant, in using 
the name and selling the wood as “Bethabara Wood,” did not invade 
any right which the plaintiff had. 

The plaintiff having failed to establish an exclusive right in 
the name as a trade-mark, or infringement upon the part of the 
defendant, the bill must be dismissed. 

A decree will be entered accordingly. 


Hunt, et av. v. W. T. RawLeigH Mepicat Co. 
(176 Pacific Rep. 410) 


Supreme Court of Oklahoma 


November 26, 1918 


Monopoty—Frxine or REsae Prices. 

A contract of absolute sale, made by a manufacturer, of its various 
manufactured preparations, in which the purchaser agrees to sell all 
goods purchased at regular retail prices to be indicated by the manu- 
facturer, the manufacturer’s entire product being sold throughout the 
country only by means of such restrictive contracts, operates as an 
unlawful restraint of trade under the Sherman Act. 


Action at law, brought originally in the County Court, Okmul- 
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gee County, which found for the plaintiff. 







Defendant brings error. 
Judgment reversed. 
Tillotson & Elliott, of Nowata, for plaintiffs in error. 


W.W. Wood and W. W. Witten, both of Okmulgee, for defend- 


ant in error. 




































Suarp, C. J.: Plaintiff’s action was to recover of Clarence W. 
Hunt, as principal, and W. R. Dawson and I. H. Mayfield, as 
guarantors, a balance of $826.81 on account of certain bills of mer- 
chandise sold Hunt, pursuant to a written contract between him 
and the plaintiff, the performance of which, it was charged, was 
guaranteed by the defendants Dawson and Mayfield. The contract 
in all material respects is identical with the one before us in Stewart, 
et al. v. W. T. Rawleigh Medical Co., 159 Pac. 1187, L. R. A. | 
1917A, 1276, and which was held to be a contract in restraint of | 
trade, and unlawful as to interstate commerce under the Anti-Trust 
Act of July 2, 1890 (26 Stat. 209, c. 647, U. S. Comp. St. 1916, 
§ 8820 et seq.). In defense of the judgment in favor of the de- 
fendant in error on the same form of contract condemned in the : 
Stewart Case it is insisted: (1) That as the invalidity does not 
appear upon the face of the contract, or is not developed by plain- 
tiff’s evidence, the defendants cannot take advantage of its in- 
validity without specially pleading it; and (2) where the plaintiff's 
petition states a cause of action it is error for the court to direct a 
verdict upon the opening statement of counsel. 

The latter point may properly be disposed of first, and will 
be considered in connection with the contract providing that Hunt 
should sell no other goods than those sold him by the medical 
company, which should be sold at regular retail prices, to be in- 
dicated by it, and that he should have no other business or employ- 
ment, and that, if any changes should be made either in the whole- 
sale or retail price of the goods, the company should promptly 
notify Hunt of such change. At the commencement of the trial | 
counsel for plaintiff stated that the medical company was the manu- | 
facturer of extracts, medicines, stock food, and other articles of | 
merchandise, and that: 
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“They do their entire business by giving territories to parties through- 
out the country, and it is sold by local salesmen. They enter into a contract 
with a man that he is to sell at a price prescribed by them, and that he 
should pay them in a certain way, and they sell the goods to him; but he is 
bound by contract that he must keep their prices, and make payments in a 
certain way.” 

On the trial it was established by plaintiff's evidence that the 
company had manufactories at Freeport, Ill., Memphis, Tenn., and, 
for the Canadian trade, at Winnipeg, Canada. 

It is a rule very generally observed that an oral admission of a 
material fact made by an attorney in his opening statement to the 
jury, if distinct and formal and made for the purpose of dispensing 
with the formal proof of some fact at the trial, is a solemn admis- 
sion, and conclusive upon the party making such admission. First 
State Bank of Keota v. Bridges, 39 Okl. 355, 1385 Pac. 378; Patter- 
son v. Morgan, 53 Okl. 95, 155 Pac. 694. The latter opinion cites 
in its support Oscanyan v. Winchester Repeating Arms Co., 103 
U. S. 261, 26 L. Ed. 539, wherein, respecting admissions of counsel, 
it is said: 

“In the trial of a cause, the admissions of counsel, as to matters to be 
proved, are constantly received and acted upon. They may dispense with 
proof of facts for which witnesses would otherwise be called. They may 
limit the demand made or the set-off claimed. Indeed, any fact, bearing 
upon the issues involved, admitted by counsel, may be the ground of the 
court’s procedure equally as if established by the clearest proof. And if 
in the progress of a trial, either by such admission or proof, a fact is 
developed which must necessarily put an end to the action, the court may, 
upon its own motion or that of counsel, act upon it and close the case.” 

The purpose of the statement was to inform the jury of the 
manner in which the plaintiff transacted business throughout the 
country, and, being an admission of counsel solemnly made, no proof 
of the facts so admitted was necessary. As to the manner of doing 
business and its scope, the statement supplemented the contract. 

‘onsidered to er, the fact of the manner in which the plainti 
Considered together, the fact of tl nner hich tl laintiff 
carried on its business was quite as fully established as was done 
by admission in the Stewart Case, in which it was agreed at the 
trial: 

“That the contracts made by plaintiff in the sale of its goods were 


identical with the Minette contract, and that it sold its products solely by 
means of such contracts.” 
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In the case at bar with equal effect it was admitted that the 
company did its entire business throughout the country by grant of 
territory to local salesmen, who entered into contracts with the 
purchaser at a price fixed by the medical company. Clearly the 
company’s plan of doing business and the contract made with Hunt, 
as established at the trial, was in violation of the federal statute 
upon the subject of trusts and restraints of interstate trade, and 
which act in paragraph 1 declares illegal every contract, combina- 
tion in the form of trust or otherwise, or conspiracy in restraint of 
trade or commerce among the several states or with foreign nations. 
Applying this statute in the Stewart Case, it was held to be the 
well-established law that a system of contracts between employers, 
jobbers and retailers, by which the employers attempt to control 
the prices for all sales by the dealers, at wholesale or retail, from 
producers to purchasers, eliminating all competition, and fixing the 
amount which the consumer shall pay, amounts to a restraint of 
trade, and is invalid, both at common law and, so far as it affects 
interstate commerce, under the Sherman Anti-Trust Act. 

Upon the point first urged in support of an affirmance of the 
judgment of the trial court, it is true that the defense of the in- 
validity of the contract was not specifically raised by answer. This 
failure, counsel say, renders the defense unavailable. If such were 
the law, the enforcement of a contract, void either at common law 
or by statute, or because of a violation of public policy, would de- 
pend upon the state of the defendant’s pleadings. If the defense 
was not affirmatively pleaded, the contract would be enforced, while 
in another case the same contract would not be enforced, if its char- 
acter was made an issue by appropriate allegations of the answer. 
That such is not the law was in effect held in McGuffin v. Coyle, 
16 Okl. 648, 85 Pac. 954, 89 Pac. 962, 6 L. R. A. (N. S.) 524. 
The McGuffin Case cited in its support and reviewed at length the 
cases of Hall v. Coppell, 7 Wall. 524, 19 L. Ed. 244, and Oscanyan 
v. Winchester Repeating Arms Co., 103 U. S. 261, 26 L. Ed. 539. 
In the former case Coppell was the acting British consul in New 
Orleans, and during the Civil War entered into a contract with one 
Hall, by which the latter agreed to furnish him with sundry bales 
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of cotton, which he was to cause to be protected from seizure by the 
federal officers, and transported to New Orleans and there disposed 
of to the best advantage; he to receive one-third of the profits for 
his compensation. For the breach of this contract he sued Hall, 
who set up that the contract was against public policy and void, and 
also a reconventional demand or counterclaim for damages for a 
breach of the contract by Coppell. The trial court, among other 
things, instructed the jury that, if the contract was illegal, the 
illegality had been waived by the reconventional demand of the 
defendant. This instruction on appeal the Supreme Court said was 
founded upon a misconception of the law, and added that: 


“In such cases there can be no waiver. The defense is aliowed, not 
for the sake of the defendant, but of the law itself. The principle is in- 
dispensable to the purity of its administration. It will not enforce what 
it has forbidden and denounced. The maxim ‘Ex dolo malo non oritur 
actio, is limited by no such qualification. The proposition to the contrary 
strikes us as hardly worthy of serious refutation. Wherever the illegality 
appears, whether the evidence comes from one side or the other, the dis- 
closure is fatal to the case. No consent of the defendant can neutralize its 
effect. A stipulation in the most solemn form to waive the objection, 
would be tainted with the vice of the original contract, and void for the 
same reasons. Wherever the contamination reaches, it destroys. The prin- 
ciple to be extracted from all the cases is that the law will not lend its 
support to a claim founded upon its violation.” 

In the Oscanyan Case, many authorities are reviewed and the 
conclusion reached that the illegality of the contract in suit can be 
considered, although not affirmatively pleaded. Indeed, it was said 
that the objection to a recovery could not be obviated or waived by 
any system of pleading, or even by the express stipulation of the 
parties; that it was one which the court itself was bound to raise 
in the interest of the due administration of justice. To the same 
effect is the case of Sheldon v. Pruessner, 52 Kan. 579, 35 Pac. 201, 
22 L. R. A. 709, wherein it was announced that the courts, in the 
due administration of justice, will not enforce a contract in viola- 
tion of law, or permit a plaintiff to recover upon a transaction 
against public policy, even if the invalidity of the contract or trans- 
action be not specially pleaded. In Wright v. Cudahy, 168 Ill. 86, 
18 N. E. 39, it was insisted that, as the illegality of the contract 


was not set up as a defense in the answer, the court could not con- 
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sider the evidence on that branch of the case. The testimony ad- 
duced on the part of the complainant tended strongly to show that 
the contract was illegal, and it was observed that, even had it not, 
it was not error for the court to inquire into the nature of the con- 
tract which it was asked to enforce, and, if it was found to be against 
public policy or one prohibited by public law, to refuse to aid either 
party, and leave them where they had placed themselves. It was 
said that the parties could not, whether by mistake or design, compel 
the court to adjudicate upon their alleged rights growing out of a 
contract void because against public policy or in violation of public 
law, by the simple process of narrowing their pleadings; that the 
court itself had the right to know the nature of the contract it was 
called upon to enforce, and to deny all relief, where it appeared that 
such contract was in violation of law or the public policy of the 
state, whether so alleged in the pleadings or not. 


’ 


“To hold otherwise,” it was said, “would subordinate the courts to the 
ingenious devices of men engaged in illegal and even criminal transactions, 
and compel them to carry out in the solemn forms of law, and by its re- 
sistless power, transactions which the same law had pronounced criminal 
and void.” 

No court should lend its aid to a litigant who founds his cause 
of action upon an immoral or illegal act. If, from the plaintiff’s 
own statement or otherwise, the cause of action appears to arise 
ex turpi causa, or the transgression of a positive law of the country, 
state or federal, there the court should say he has no right to be 
assisted. It is upon that ground the court goes; not for the sake of 
the defendant, but because it will not lend its aid to such a plaintiff. 

It would be a travesty upon the law for the courts to lend their 
jurisdiction in the enforcement of the law to litigants whose con- 
tracts are in violation of law; likewise, in such cases, for the courts 
to be controlled in the exercise of their power in a given case to the 
particular state of the pleadings. Other considerations must de- 
termine the court’s duty than mere points scored evidencing the 
ability of the pleader, when it is made to appear that an effort is 
being put forth to use the courts as an instrumentality for the en- 
forcement of a void contract. Many authorities supporting the rule 
announced are found collected in a note to Ann, Cas. 1912A, 1033. 
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As it was sufficiently developed at the trial that the contract 


was in violation of the Act of Congress of July 2, 1890, the court 


should have sustained the defendant’s demurrer to the plaintiff's 


testimony. Because of the error in not so doing, the judgment of 


f the trial court is reversed. 


All the Justices concurring, except TurNer and Brett, JJ., 


absent. 
AULTZ, ET AL. v. ZUCHT, ET AL. 
i (209 Southwestern Rep. 475) 
| Court of Civil Appeals of Texas 
February 26, 1919 
1. TrapE-NAMES—SECONDARY MEANING. 


wt 


The words “Union Painless Dentists” may become so associated 
with the business or vocation of certain persons, in a certain locality, 
as to lose their primary meaning and come to signify the business 
carried on by such persons and constitute a trade-name. 


TrapbE-NAMES—USE 1N GIVEN LOCALITY. 


The fact that the same name may have been used in other cities by 
other persons will not deprive appellees of protection against its use 
in the city in which it has been used exclusively by them until it has 
come to stand for their business. 

Unrarr CoMPetTitTion—SIMILarR TRADE-NAMES. 

The words “United Painless Dentists,” in view of the circumstances 
surrounding their use, were so similar to the words “Union Painless 
Dentists,” as to mislead the public and to make the use thereof con- 
stitute unfair competition. 


TrapE-NAMES—OWNERSHIP BY PARTNERS—ATTEMPTED INCORPORATION. 


Where partners, practicing dentistry, having used the name “Union 
Painless Dentists” for a long period, filed a certificate to create a cor- 
poration of the same name, intended to practice dentistry and to manu- 
facture dental appliances, and issued stock, but, upon being informed 
that it was unlawful for a corporation to practice dentistry, did noth- 
ing further toward organization, although they added the word “In- 
corporated” to the name on their sign, it was held that such corporation 
did not compete with said partners so as to prevent them from asserting 
their right to the use of the name as against infringers. 


Suit for injunction. From a decree of the District Court of 


Bexar County, defendants appeal. Affirmed. 
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Chambers & Watson, of San Antonio, for appellants. 
Don A. Bliss, of San Antonio, for appellees. 
































Moursunp, J.: This is a suit by A. D. Zucht, I. L. Feller and 
Lottie Zucht, as partners, against A. A. Aultz and W. T. Tivy, 
alleging that about twelve years prior to the filing of the suit plain- 
tiffs had adopted and continuously thereafter used, in the city of 
San Antonio, the trade-name “Union Painless Dentists”; that they 
had built up a good business and acquired an extensive good-will 
under said trade-name; that about six months prior to the institu- 
tion of the suit the defendants, for the purpose of deceiving the 
public and inducing the belief that they were the persons carrying 
on said business, adopted an imitation of said trade-name, calculated 
to effect such purposes; that they placed in front of their location a 
sign which was an exact imitation of plaintiffs’ sign, except that the 
word “United,” was used in the place of “Union”; that defendants 
also placed an advertisement in the telephone exchange directory 
appropriating plaintiffs’ said trade-name. They prayed for an in- 
junction restraining defendants from using the name “United Pain- 
less Dentists,” and for damages. 





Defendants answered by general demurrer, special exceptions, 
a general denial and a special plea denying infringement. 

The case was heard on August 3, 1918, in vacation, on applica- 
tion for a temporary injunction, and after the testimony had been 
introduced, and after plaintiffs had been permitted to amend their 
supplemental petition, the judge announced that he would grant the 
preliminary injunction prayed for. Thereupon all parties agreed 
and consented that a final decree should be entered in vacation, 
which was accordingly done. 

By the first assignment of error complaint is made of the over- 
ruling of several special exceptions. It is well established that 
assignments of this kind, embracing more than one ruling of the 
court, cannot be considered. 

Complaint is made of the overruling of a motion to dismiss the 
case, which motion contains six grounds relied on for the relief 


prayed for. The assignment is submitted as a proposition, but con- 
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tains several propositions, if the grounds alleged can be held to con- 
stitute propositions. It is not briefed so as to be entitled to con- 
sideration. The grounds alleged, if true, would only authorize a 
judgment against plaintiffs on the merits, and not warrant a dis- 
missal. 

The issue, whether the evidence shows that they parted with 
the trade-name, and therefore have failed to establish their alleged 
ownership thereof, can only be raised by an assignment attacking 
the evidence as insufficient to support the judgment. 

The court permitted plaintiffs to file an amended first supple- 
mental petition after the testimony had been introduced and the 
case closed. The statement under the assignment does not contain 
the pleading objected to, and it is not shown that defendants were 
injured by its filing. T.¢ next assignment complains of the over- 
ruling of a motion to strike out the amended first supplemental 
answer, but the statement thereunder is also deficient in failing to 
show what change was made in the pleading. The assignments, as 
briefed, show no error prejudicial to defendants. It seems, further, 
that after the amendment had been permitted it was agreed that the 
court should render final judgment on the pleadings and evidence 
before the court. This constitutes a waiver of an objection relating 
to the time of filing the amended pleading. 

By the last assignment complaint is made of the judgment as 
unsupported by the evidence in various particulars stated in the 
assignment. We will briefly state our conclusions with respect to 
such of the points raised as are deemed material. 

The wor's ‘Union Painless Dentists’ may become so asso- 
ciated with the business or avocation of certain persons, in a certain 
locality, as to lose their primary meaning and come to signify the 
business carried on by certain persons and constitute a trade-name. 
The statutes relating to trade-marks have no application in this 
suit, which is not based on the exclusive property right in a certain 


device or name, but upon unfair competition in a certain business. 
It is also well settled that the fact that the same name may have 
been used in other cities by other persons will not deprive appellees 
of protection against its use in the city in which it has been used 
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exclusively by them until it has come to stand for their business. 
These points we regard as settled by the decisions. Cohen v. Nagle, 
190 Mass. 4, 76 N. E. 276, 2 L. R. A. (N. S.) 964, and note, 5 Ann. 
Cas. 553; Cobe v. Lovan, 193 Mo. 235, 92 S. W. 93, 4 L. R. A. 
(N. S.) 447 and note, 112 Am. St. Rep. 480. 

The evidence supports the finding that the words “United 
Painless Dentists,’ in view of the circumstances surrounding their 
use, are so similar to the words “Union Painless Dentists” as to 
mislead the public and to make the use thereof constitute unfair 
competition from which appellees are entitled to be protected. 
Morgan Sons Co. v. Ward, 152 Fed. 690, 81 C. C. A. 616, 12 
L. R. A. (N. S.) 729 and note. 

The evidence supports a finding that appellants abandoned the 
name “Texas Painless Dentists,’ giving as a reason that one of 
them, Dr. Tivy, was prejudiced against the word “Texas,” and 
established their business about one block from that of appellees, 
under the name “United Painless Dentists” and caused a large sign, 
surrounded by electric lights, to be suspended in front of their place 
of business, which in every detail was the same as a sign used by ap- 
pellees, except that the word “United’”’ was substituted for that of 
“Union”; that there was confusion in the delivery of the mail; and 
that an advertisement had been placed in the telephone directory 
by appellants wherein the word “Union” was used instead. of 
“United,” although the word “United” appeared on a copy of the 
sign in the same advertisement. There was some dispute about 
whether the printer was to blame for this, or Dr. Tivy, one of the 
appellants. Taking the testimony as a whole, the court was wer- 
ranted in finding that the purpose of appellants, in adopting the 
name, was to secure some of appellees’ business. There is consid- 
erable conflict between the authorities concerning the use of names 
of this character, which are largely descriptive of the kind and 
character of business being conducted; but there appears to be 
ample authority to the effect that when the use of even such a name 
is made in such a manner as to indicate the intent and purpose 
on the part of the user to deceive the public, and thereby obtain 
the benefit of the good-will of the person whose name is infringed 
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on, the courts will protect against such unfair competition. Many 
authorities are collated in L. R. A. 1917C, p. 958. 

The issue which has given us most trouble is the one relating 
to ownership of the trade-name. There can be no doubt that such 
name for 12 years has been used by appellees in carrying on the 
dental business in San Antonio; but in May, 1913, they caused to 
be filed in the office of the Secretary of State an instrument pur- 
porting to create a corporation known as “Union Painless Dentists” 
with powers described as follows: 

“The purpose for which this corporation is formed is for the manu- 
facture and installation of bridges, crowns, plates, and fillings for the 
teeth and for the mouth, and the manufacture and installation of artificial 
dentures for the teeth and for the mouth, and for the manufacture, regula- 
tion and installation of appliances for orthodonis, and for the cleaning 
and extracting of teeth and preparation of the teeth, gums and mouth 
for the reception of the above named articles, dentures, and appliances, and 
for the purchase and sale of goods, wares and merchandise used in such 
business.” 

Appellees were the incorporators and were named directors. 
The evidence shows that the stock was issued, but does not show 
that officers were ever elected. Appellees were informed that the 
statutes did not authorize an incorporation to carry on the dental 
business, and did nothing further than to have one sign painted on 
their window which read “Union Painless Dentists, Incorporated,” 
and to pay the franchise tax as it accrued. They never conducted 
the business of buying and selling dental supplies, nor did they en- 
gage in the business of manufacturing teeth and other articles for 
sale to dentists. The other signs, and notably a large sign, sur- 
rounded by electric lights, which was duplicated by appellants, 
except for the substitution of the word “United” for “Union,” still 
bore the name, without the word “Incorporated.” It is contended 
by appellants that the matters above set out should be held to show 
an assignment of the trade-name to the corporation, and therefore 
to negative ownership thereof by appellants. There is good authority 
for holding that the provisions in a charter which are not authorized 
by law will be treated as surplusage. Morawitz on Private Corp. 
§ 32; Galveston Land & Imp. Co. v. Perkins, 26 S. W. 258. All 


provisions purporting to authorize the corporation to engage in the 
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practice of dentistry are void and can be treated as surplusage. 
The powers actually granted were never exercised by the corpora- 
tion. The efforts of appellees to incorporate for the practice of 
dentistry could not change their relation of partners with respect 
to business. They are liable as partners for negligence therein. 
This question has been heretofore discussed by us in the case of 
Staacke v. Routledge, 175 S. W. 444, in which the leading cases are 
quoted from. We conclude that the partnership consisting of ap- 
pellees never became dissolved, and continued the practice of 
dentistry according to its particular methods, up to the date of the 
trial, using at all times the trade-name “Union Painless Dentists.” 
The partners by their acts conferred on a corporation the right to 
use such name in the business of buying and selling goods, wares 
and merchandise used in the dentistry business. They could confer 
no more, for that part of the charter relating to the practice of den- 
tistry is void. It has been held that the use in a wholesale business 
of a name used by others in a retail business of the same nature 
cannot be enjoined, for the reason that there is no such competition 
as will warrant the granting of protection by the courts. Regent 
Shoe Mfg. Co. v. Haaker, 75 Neb. 426, 106 N. W. 595, 4 L. R. A. 
(N.S.) 447. It has also been held that persons practicing dentistry 
under a certain name are not entitled to restrain the use of the 
same name by an incorporated company engaged in the manufac- 
ture of dental goods. Longenecker v. Longenecker Bros. (Sup.) 
140 N. Y. Supp. 403 [8 T. M. Rep. 127]. In the case of Nolan 
Bros. Shoe Co. v. Nolan, 181 Cal. 271, 68 Pac. 480, 53 L. R. A. 
384, 82 Am. St. Rep. 346, it was held that the failure, for a period 
of ten years, of a retail shoe dealer to protest against the use by a 
wholesale concern dealing in the same goods, of a trade-name which 
conflicted with that of the retailer, would not deprive him of the 
right to restrain the use of such name in the rival retail business 
established by one who previously conducted the wholesale business. 
It follows that the fact that appellees permit a corporation to use 
their trade-name in a certain business, which constitutes no competi- 
tion with the practice of dentistry, will not prevent them from as- 
serting their right to the use of such name in conducting the dentistry 











R. H. MACY & CO, V. NEW YORK GROCERY COMPANY 307 


business, as against persons who infringe thereon in conducting the 
dentistry business. 


The judgment is affirmed. 


R. H. Macy & Co. v. New York Grocery CoMPANY 
(130 Ms. Dec. 233) 


Commissioner of Patents 


April 1, 1919 


TrapE-Marks—ExTeNtT oF Protection—DistincTioNn BetweeEN Marks 

ORIGINALLY CoINED AND SymBoLts IN Common UsE. 

When one adopts a well-known and much-used symbol as a trade- 
mark for particular goods, after other traders have applied it to other 
particular goods of the same general class, he is not entitled to the 
same latitude in determining what falls within the natural expansion of 
his business, in order to prevent the use of such mark by others, as 
one who has coined or originated his mark. The appearance of such 
newly coined or originated mark, even upon an article unlike that for 
which it was first adopted, tends to confuse the public as to the origin 
of the product, while in the case of a much-used symbol, the public 
learns to discriminate. 

Messrs. Bradford & Doolittle for R. H. Macy & Co. 
Messrs. Shepherd & Campbell for New York Grocery Com- 


pany. 


Cray, Assistant Commissioner: R. H. Macy & Co. appeal 
from a ruling of the examiner of trade-mark interferences refusing 
the appellant’s motion to cancel the registration No. 118,562, 
September 18, 1917, to the New York Grocery Company, of a mark 
consisting of the words “White Lily” and the picture of a white 
lily, for coffee; Macy & Co. having set up and proven previous use 
of the trade-mark “Lily White” for tea. The examiner refused 
to cancel because he held that tea and coffee were not goods of the 
same descriptive properties and under the circumstances there was 
no likelihood of confusion. 

The registrant-appellee, the New York Grocery Company, says 
in its brief: 

“If Macy & Co. had coined or originated the mark as a trade-mark 


for goods generally sold over grocers’ counters and had built up their 
business about that mark so that purchasers would naturally consider such 
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goods to be the product of Macy & Co., the registrant would concede that 
they were entitled to wide latitude in determining what fell within the 
natural expansion of their business; but such is not the case. The records 
in this case show that as early as 1874 this identical mark was registered 
for flour and that marks practically identical therewith have since been 
registered for many articles sold over grocers’ counters.” (See footnote). 

The case is not without difficulty on account of this fact, that 
Macy & Co. were never entitled to broadly monopolize their mark, 
as in the case where one originates a new device having no meaning 
until the trader, by his own usage, gave it a meaning. The case 
cannot turn solely upon any definite ruling as to whether tea and 
coffee are goods of the same descriptive properties, for this phrase, 
“goods of the same descriptive properties,” has a very elastic and 
uncertain meaning, depending, in each case, upon the circumstances. 

Section 5 of the Trade-Mark Law refers at first to “goods of 
the same class”; then, in specifying what marks may be refused 
registration, it uses the expression “same descriptive properties.” 
Section 13, which provides for cancellation proceedings, uses neither 
expression, but refers broadly to the question whether the registrant 
“was entitled to the use” of the mark at the date of his application 
for registration. ‘This of course means such exclusive use, of such 
goods, and in such a way, as would not have illegally interfered 
with the business of Macy & Co. That is, the registrant’s mark 
should not be cancelled unless, at the time it applied for registra- 
tion in 1917, Macy & Co, were another party who had acquired the 
right to use this mark in this trade. The difficulty in this case, as 
in many other cases, arises from the uncertainty as to what must 
be considered to be the trade in question, and the bearing on that 


question of the scope of Macy & Co.’s previous trade-mark rights. 
If Macy 


newly originated trade-mark (such as “Kopak” or “Mazpa’”’) I have 
no doubt they would have had the right to expand the use widely, 
and to keep other traders from using that mark on any line of goods 
which the public might be at all likely to suppose to have originated 


with Macy & Co. Some of the English cases have even gone further 


& Co. had adopted for a particular line of groceries a 


than that, and have enjoined a bicycle manufacturer from calling 


his bicycles by the name “Kopaxk”’ at the suit of the owner of the 
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trade-mark “Konak” for cameras (Eastman Co. v. Kodak Bicycle 
Co., 15 Reports, Patent Cases, 105). 

This is further than any of our courts have gone; and it should 
be noted that in that case the defendant used the name “Kopaxk”’ as 
part of its corporate name, and this would allow this company to 
cause confusion between ,it and the plaintiff company. Our courts 
have, however, clearly indicated that the essential question is 
whether one dealer has gotten himself in a position where he might 
palm off his goods as those of another. In Aunt Jemima’s Mills 
Co. v. Rigney & Co., 247 Fed. Rep. 407 [8 T. M. Rep. 163], the 
court dealt with the trade-mark “Aunt Jemima,” which had been 
adopted for flour. It was also the name of the plaintiffs, but it 
said: 

“Obviously the public, or a large part of it, seeing this trade-mark on 
a syrup, would conclude that it was made by the complainant; perhaps 
they might not do so if it were used for flat-irons. In this way the com- 
plainant’s reputation is put in the hands of the defendants. It will enable 
them to get the benefit of the complainant’s reputation and advertisement” 
(p. 410). 

Of course, the court does not say syrup and flour are goods of 
the same descriptive properties, and of course there is no possibility 
of a man’s being sold syrup when he wants flour. But the case 
illustrates the point that a new and original trade-mark must be 
treated very differently from a trade-mark which is generally old 
and well-known and is only new in the association with a particular 
goods, such for instance as the word “Star,” which has long been 
used as a trade-mark for hundreds of articles. (It should be noticed 
that the case of Lawrence Co. v. Dowden Co., 178 Fed. Rep. 73, 
cited by the appellant, and wherein tooth-brushes and clothes- 
brushes were held goods of the same descriptive properties, was not 
a trade-mark case at all). 

There are many cases, as Anglo-American Co. v. General Elec- 
iric Co., 215 O. G. 325, 43 App. Dec., 385 [5 T. M. Rep. 330], 
where the right of a later trader to apply a known trade-mark to 
other goods was denied because— 


“their general qualities or characteristics were so nearly identical (with 
the previous goods) that the vending of each by two rival manufacturers 
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under the same trade-mark would be likely to cause confusion, to the 
injury of the one first to adopt the mark and to the general public.” 

The question, of course, was not whether one would purchase 
a Mazda gas mantel in the belief that he was purchasing a Mazda 
electric lamp, but was whether there would be confusion as to the 
origin of these different articles; that is, whether the purchaser 
might buy the gas mantel in the belief that it came from the same 
source from which he had known the electric lamps to come, whereby 
the trader in gas mantels would profit by the reputation of the 
owner of the Mazda electric lamp trade-mark. In all cases where 
this principle has been applied I think it will be found that the 
mark in question was an original mark—one which before was un- 
known in the meaning it now has. If, for example, the electric 
lamp maker’s trade-mark had in the last cited case been “Ex- 
cELsior,’ I doubt whether he could have prevented the registration 
of “Excerrsior” to another for gas mantels, because “Excetsior”’ 
has an innate meaning, and the public is accustomed to seeing that 
mark for various articles, and has been educated to make distinc- 
tions with respect to it. 

In the present case the name or the picture of a lily had, prob- 
ably because it is the symbol of purity, been previously used by 
various traders. Among other things, it had been applied to lard, 
meat, flour, codfish, etc., before Macy & Co. adopted it for anything. 
Each of these previous traders had a right confined to a more or 
less narrow field. Macy & Co. had no room to adopt the mark for 
any very broad field. When they adopted it for pork and beans 
for instance, they did not thereby acquire the right to extend it to 
canned meat, and when they adopted it for macaroni, they could not 
expand to flour. They adopted it for oyster cocktail sauce, chili 
sauce, mock turtle soup, and even clam chowder, in the face of the 
previous use and registration for canned codfish. When they 
adopted it for tea, this was in the face of the use and previous regis- 
tration of the term “Gold Lily” and the picture of a lily, for tea 
(No. 17,547, Feb. 18, 1890). The real question is then this: When 
one adopts a well-known and much-used symbol as a trade-mark for 
particular goods, after other traders have used it for other par- 
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ticular goods of the same general class, how broadly can he claim 
the right to exclude others from thereafter adopting the symbol 
for other particular goods of the same general category? Obviously, 
he is not in the same position as one with an invented or originally 
preempted mark. He is not in a position to complain of the use 
of the mark by others on any goods whatever which the public 
might suppose to have originated with him—for he has himself 
adopted the mark for goods which might well have been supposed 
to have originated with the previous users. The registrant in his 
brief very pertinently asks: 

“Is it any more within the natural expansion of the business of Macy 
& Co. to extend the use of this mark to coffee than it is within the natural 
expansion of the business of any of these other parties? Would a pur- 
chaser, seeing a can of White Lily Coffee, a can of Lane-Libbey’s (White 
Rose) codfish, a sack of Thornton & Chester’s White Lily flour, a can of 
Dunlevy’s White Lily lard and a can of Macy’s Lily White tomatoes upon 
a grocer’s shelf, be any more justified in concluding the coffee to be Macy’s 
product than he would in concluding it to be the product of one of the 
other parties named?” 

In cases of this sort there seems to be no escape from the 
necessity of speculating as to what the public would think under 
the circumstances. It has long been customary with this office to 
regard tea and coffee as goods of different descriptive properties, in 
view of the fact that coffee is generally known to have originated 
from widely different sources and to be produced by widely different 
processes, and it has been a general custom to place different marks 
upon them. If the question were one of possible confusion of 
goods, there would be no difficulty ; but this is a case of possible con- 
fusion of reputations, which is another thing. To justify the can- 
cellation prayed for, it must be held that in 1917, Macy & Co. had 
the right to apply their “Lily White” mark to coffee, and, moreover, 
that it was an injury to them when it was applied to coffee and 
registered by another. The damage to Macy & Co., moreover, must 
be a damage due to an invasion of their right, and not merely a 
damage due to the fact that they adopted a mark which was not 
capable of covering a broad field—evidently not capable of covering 
everything on the grocer’s shelf. 
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While this mark has been registered over twenty times, not 
only for canned groceries, but for everything from medicines to 
hosiery, and from whetstones to gas engines (see footnote); and 
while since the use by Macy & Co. began, it has been used appar- 
ently without objection for such things as cocoa (Zechnowitz, No. 
118,610); and while Macy & Co. appear to have used it for tea 
for twenty odd years, yet they never used it on their coffee, which 
was one of the principal lines of goods upon which they based their 
reputation. It is open to question whether Macy & Co. may not 
by laches have lost the right to object to others using a similar 
mark on coffee, especially since the registrant, New York Grocery 
Co., claims to have used the mark some fifteen years and its file 
shows that there was no opposition to its registration, and further- 
more shows that a previous registration of the same mark for coffee 
(Zechnowitz, No. 80,014, Oct. 25, 1910), was cancelled upon the 
admission of Zechnowitz that the registrant, New York Grocery Co., 
was the first user. There was apparently no objection by Macy 
& Co. to the registration for coffee or for cocoa. They themselves 
apparently have never registered the mark for any beverage what- 
ever. 

In view of this showing that Macy & Co. were never entitled 
to occupy any but a narrow field with their trade-mark “Lily 
White,” and in view of their apparent acquiescence in the well 
established custom, both in the trade and in this office, of consider- 
ing tea and coffee to be goods of different descriptive properties, I 
can have no hesitancy in sustaining the examiner and refusing to 
cancel the mark of the New York Grocery Company. I have noted 
the decision of the Court of Appeals of the District of Columbia in the 
case of Walter Baker & Co. v. Harrison, 32 App. D. C., 272, 138 
O. G., 770 (Dec. 22, 1908), where coffee and cocoa were said to 
be goods of the same descriptive properties. This office is of course 
bound to follow the decision of that court; but I do not consider 
that that decision in any way settled the question now before me. 
In that case the Patent Office had dismissed on demurrer an oppo- 
sition to registration of a trade-mark for coffee consisting of the 
picture of a Quaker woman carrying a cup on a waiter, on the 
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ground that coffee was goods not of the same descriptive properties 
as cocoa, and the opposer had used substantially the same picture 
for a great many years for cocoa. The court found the marks 
“substantially the same design” and said it should have been left 
open to proof, as to whether the goods were so similar as to create 
confusion. The court was undoubtedly much impressed with the 
apparent attempt of the applicant for registration to profit by the 
reputation of the older user. It cited a case in which there was a 
plain attempt at piracy, Ames & Sons attempting to sell shovels 
in Australia under the name of “Collins & Co.,” who had a well 
established reputation for edged tools. 

The party who later adopted the picture of a Quaker woman 
for coffee had no reason for doing so except to profit by the reputa- 
tion of Baker & Co. It was clearly not a case to be dismissed with- 
out proofs, particularly when the court was “forced to the conclusion 
that the appellee had some sinister motive in seeking to register this 
mark.” If, however, the Court had had before it a case in which 
the picture of a Quaker woman carrying a cup on a waiter had 
been used by others before Baker & Co. adopted it as a trade-mark, 
let us say, for tea; and if furthermore it had been a mark which was 
very common for various goods because of its innate significance; 
then I am satisfied the decision would have been different. Indeed, 
in the later case of Nestle & Anglo-Swiss Co. v. Baker & Co., 37 
App. D. C. 148, 167 O. G. 765, this Court itself drew the distinc- 
tion between an originator and a copier of a device used as a trade- 
mark, though it was there discussing the confusion of the marks 
themselves rather than confusion of the fields occupied by the marks. 
In short, I am satisfied that the Court will determine whether two 
given lines of goods are “‘goods of the same class” or “goods of the 
same descriptive properties,’ as depending largely upon the scope 
of the trade-mark right of the previous user, and also upon the 
innate meaning, or lack of innate meaning, of the trade-mark itself. 
I conclude that the New York Grocery Company had the right to 
appropriate its mark “White Lily” for coffee at the time of its 
application for registration, and therefore affirm the decision of the 
examiner. 
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[Foornote: The registered marks above referred to are: 


Lily White W. C. Co., 18,869—Jan. 20, 1891, (Washing Compound) ; 

Dunlevy & Bro., 20,631—Jan. 26, 1892, (Lard) ; 

Pike Mfg. Co., 23,448—Aug. 1, 1893, (Whetstones) ; 

Dunlevy & Bro., 40,452—May 26, 1903, (Meats) ; 

Thornton & Chester M. Co., 45,9388—May 5, 1905, (Flour) ; 

F. T. Hopkins, 51,613—Apr. 17, 1906, (Face Powder, since 
1850) ; 


White Lily Washer Co., 56,293—Sept. 4, 1906, (Gas Engines) ; 
Lane-Libbey Fishing Co., 73,520—Apr. 27, 1909, (Cured Codfish) ; 
Townsend & Co., 83,449—Sept. 12, 1911, (Hosiery) ]. 


{[Nore: We are publishing the above decision in full, in order that our 
readers may have the advantage of the entire discussion of the Assistant 
Commissioner. The difference with reference to extent of the right to 
monopolize a mark which is here recognized between a mark originated or 
coined by the owner and one which has been previously applied to various 
classes of goods, has not, we believe, been previously emphasized in any 
reported case]. 


Letts v. H. Kunn & Sons (Inc.) 
(130 Ms. Dec. 285) 


Commissioner of Patents 
April 9, 1919 


TrapE-Marks—REGIsTRATION—TERRITORIAL EXTENT. 
Until the courts specifically apply the doctrine announced in 
United Drug Co. v. Theodore Rectanus Co., 257 O. G. 1082 [9 T. M. 
Rep. 1], the Patent Office should follow its long-established practice 
and regard a registered mark as known and its use as extending 
throughout the United States. 


Mr, Alexander U. Bunn for Letts. 

Mr. W. E. Schoenborn for H. Kuhn & Sons (Inc.). 

Newton, C.: This is an appeal in a trade-mark interference 
from a decision of the examiner of interferences, holding that Letts, 
the junior party, is entitled to registration. 

The marks of both parties are “American Boy,” and the goods 
are practically the same. 

Kuhn & Sons (Inc.) filed September 22, 1915, alleging use 
from July, 1915, and its mark was registered February 13, 1917. 
It has taken no testimony. 

Letts filed May 22, 1918, and has taken testimony which very 
clearly shows adoption and use of the mark in California long prior 
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to July, 1915, the date set up by Kuhn & Sons (Inc.) in its regis- 
tration application. The proofs are so overwhelming on this point 
that no discussion thereof seems necessary. 

The point urged at the hearing was that Letts had not proven 
interstate use of the mark, but, as the trade-mark statute has been 
construed, if Letts was the first user, the registration of Kuhn & 
Sons (Inc.) is invalid, since the statute provides in effect that no 
mark can be registered which is identical with a known trade-mark 
“owned and in use” by another and appropriated to merchandise 
of the same descriptive properties, or which so nearly resembles a 
registered or known mark “owned and in use” by another and ap- 
propriated to merchandise of the same descriptive properties as to 
be likely to cause confusion in the mind of the public or to deceive 
purchasers. 

“Owned” in the statute has heretofore been construed to mean 
owned anywhere in the United States. Similarly, “in use’ has been 
construed to mean in use anywhere in the United States. This 
interpretation may be changed in view of the decision of the United 
States Supreme Court in United Drug Co. v. Theodore Rectanus 
Co., 257 O. G. 1082 [9 T. M. Rep. 1], holding in effect that an 
unregistered mark is valid in or covers only the territory where it 
is known or where its reputation has been established. To so con- 
strue the present trade-mark statute would logically lead to the 
registration of the same mark for the same goods to different owners 
doing business in different sections of the United States. Indeed, 
if the courts should apply the doctrine announced in the United 
Drug Co. v. Rectanus, supra, to registered trade-marks, it will 
probably call for an amendment of the present trade-mark statute, 
but it is noted that the marks in litigation in that case had not been 
registered and until the courts specifically apply that doctrine to 
marks registered under the present statute, the office should follow 
iis long line of practice and regard a registered mark as known 
and its use as extending throughout the United States. (See Ball 
and Gunning Milling Co. v. Mammouth Spring Milling Co., 259 
O. G. 183, App. D. C., [9 T. M. Rep. 73]). 
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The registration of Kuhn & Sons (Inc.), however, may be in- 
valid and Letts may still be unable to register if he has no inter- 
state commerce. In the case of Modern Flour Mills v. Charles 
Tiedemann, 119 Ms. Dec. 363 [6 T. M. Rep. 439], the interference 
was suspended to allow the Modern Flour Mills to prove interstate 
commerce, but it is held in the present case that Letts had introduced 
sufficient testimony to show interstate commerce that would warrant 
registration. (See Letts’ record, pages 51, 62 and 63, wherein it 
appears that a party, Winnie, living in Nevada, saw Letts’ ad- 
vertisement of his “American Boy” clothing and ordered the same 
through her brother-in-law, the goods having been bought by him 
in California for his sister-in-law in Nevada). 

There are other parts of the testimony that, fairly construed, 
establish interstate commerce on the part of Letts. Whether or 
not Letts’ interstate commerce was continuous or before or after 
that of Kuhn & Sons (Inc.) is immaterial. (See Horne v. Somers 
é& Company, 129 O. G. 1609; Rice & Hochster v. Fishel, Nessler 
& Co., 123 O. G. 997; B. Fischer & Co. v. John Blaul’s Sons & Co., 
4 T. M. Rep. 131, 110 Ms. Dec. 169). 


Kuhn & Sons (Inc.) have taken no testimony and of course 
have failed to show interstate commerce; however, registration of 
their mark must be taken as prima facie showing of use in inter- 
state commerce, since registration is prima facie evidence of owner- 
ship (Sec. 10, Act Feb. 20, 1905), which carries with it, in regis- 
tered marks, interstate commerce, registration being invalid with- 
out interstate commerce. The date of interstate commerce of Kuhn 
& Sons (Inc.) is immaterial, however, since Letts, having been 
the first to use is the owner of the mark. 


Letts has requested an opportunity to introduce testimony in 
accordance with the decision in Modern Flour Mills v. Charles 
Tiedemann, supra, to prove interstate commerce, but it is held un- 
necessary in this case, since he is unquestionably the first to adopt 
the mark and has fairly proven the interstate use of it, it being im- 
material whether the interstate use was prior to the interstate use 
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of Kuhn & Sons (Inc.), and the decision of the examiner of inter- 
ferences holding Letts entitled to registration is affirmed. 


[Nore: We publish this decision in full, to indicate the attitude of the 
Commissioner of Patents toward the doctrine of the Rectanus case, supra. 
A note upon that case appears in 9 T. M. Rep. 12]. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Change of Name of Applicant 
Wuiteneap, A. C.: When during the pendency of an applica- 
tion, the name of the applicant company has been changed, and a 
certificate issued in the original name, the certificate should on a 


showing of the facts, be cancelled and a new one issued in the later 
name of the company.’ 


Conflicting Marks 

Newton, C.: Application to register trade-mark “Vulcan” 
for overalls, work-pants, etc. Opponent has made only piece goods 
and sold them under the name of “El Volcan,’ sometimes with the 
picture of a voleano. This was a cloth suitable for overalls and 
work-pants. “El Volcan’ and “Vulcan” are quite different in 
meaning. No confusion is shown. The former goods were sold in 
export trade, the latter in domestic. No conflict was held to exist. 
Whether raw material is of same class as manufactured goods, 
query. See Ex parte, Carson, Pirie, Scott & Co., 123 Ms. Dee. 312 
[4 T. M. Rep. 43]; Armour & Co. v. Acme Mills, 116 Ms. Dec. 65 
[5 T. M. Rep. 117]; Abram & Straus v. Bradentown Citrus Grow- 
ers’ Assn., 123 Ms. Dec. 232; Borden’s Condensed Milk Co. v. Eagle 
Condensed Milk Co., 247 O. G. 245 [8 T. M. Rep. 28]; Irish In- 


dustrial Development Association, 186 O. G. 797 [3 T. M. Rep. 
96].? 


Newton, C.: The mark “Prest-O-Lite” for storage batteries 
is infringed by “Ray-O-Lite” for dry cell batteries; having in mind 
also the natural expansion of opponent’s business (Simplex Electric 


‘s ‘Ex parte, J. E. Peckham Co., Inc., 129 Ms. Dec. 74, December 10, 
918. 


, * Nashua Mfg. Co. v. Arbetter & Richman, 129 Ms. Dec. 48, December 
2, 1918. 
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Heating Co. v. Gold Car Heating Co., 48 App. D. 28 [5 T. M. Rep. 
200]). As to use of “Ray-O-Lite” on electric lamps the opposition 
should be dismissed. The goods are not of the same class.* 


Newton, C.: The trade-mark “Play-O-Lite’” for electric 
lamps to be used in illuminating the front of pianos does not in- 
fringe on the trade-mark “‘Prest-O-Lite” for gas tanks, storage bat- 
teries, etc., in view especially of other signs for electric lamps, 
“Linolite,’ ‘“Tubolite,” “Portolite,” “Pract-E]-Lite.’”* 


Cray, A. C.: Trade-mark “Deerharts”’ on shield for flour does 
not conflict with “Sweetheart” for same goods. They are not liable 
to confusion by the public.°® 


Cuiay, A. C.: The trade-mark “Tonall” for a medicine con- 
flicts with a prior registered mark “Tonol.” The mark is also 
apparently descriptive. The practice of submitting an appeal with- 
out appearance and without a brief is highly improper, and would 
justify dismissal of the appeal.® 


Cray, A. C.: “Chrismo” for non-alcoholic cereal drink op- 
posed on the ground of conflict with “Christo” for non-intoxicating 
beverage sold as a soft drink. Applicant’s goods is a near-beer 
put out by a brewer. Opponent’s goods is a sparkling lime-ade, 
put up by a soda water fountain supply company. The goods 
are not of the same descriptive properties. There is no likelihood 
of confusion. Also the resemblance between the marks is not im- 
pressive. The “m” in place of “t’’ calls attention to the fact that 
the applicant’s mark is not ‘“Christo.’’? 


Cray, A.C.: The trade-mark ‘“‘Masterbuilt’’ for trousers prop- 
erly refused on prior registration of ““Master” for suits.® 


* Prest-O-Lite Co. v. French Battery & Carbon Co., 129 Ms. Dec. 113, 
December 16, 1918. 

* Prest-O-Lite Co. v. Play-O-Lite Co., 129 Ms. Dec. 117, December 16, 
1918. 

* Ex parte, Fred G. Hartman, 129 Ms. Dec. 166, December 27, 1918. 

* Ex parte, Tonall Medicine Co., 129 Ms. Dec. 184, January 2, 1919. 

‘Christo Mfg. Co. v. Christian Moerlein Brewing Co., 129 Ms. Dec. 
192, December 28, 1918. 

® Siegfried & Sons v. Alfred Decker & Cohen, 129 Ms. Dec. 238, Feb- 
ruary 9, 1919. 
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Cray, A. C.: The picture of a crown for sugar was properly 
rejected on prior registration of the words “Silver Crown” for the 
same goods. If the former mark were printed in silver, the goods 
would be known as “Silver Crown” and confusion would result. 
Distinguish Ex parte, Indian Rubber Gutta Purcha and Tel. Co. 
[7 T. M. Rep. 351], where “Silver King” was held not to conflict 
with “King.” In that case, “Silver” is the most prominent feature 
of the mark. This is not so in this case.° 


Cray, A. C.: Petition for rehearing. Denied. The word 
“Crown” and the picture of a crown are equivalents. The sig- 
nificance of a trade-mark arises from what others think of it, and 
not what the user says it is. It is for the public, not for the user, 
to decide what is the essential feature of a mark.*® 


Newton, C.: Trade-mark for wheat flour, embodying an 
oriental scene, pyramids, and the words “Golden Pyramid,” was 
properly refused because of the prior registration of “Pyramid 
Brand.” “Pyramid” is the dominant feature of each." 


Cray, A. C.: “Esco” for shortening, made up of the cor- 
porate name of applicant, will not interfere with “Crisco” (N. E. 
Conf. Co. v. National Wafer Co., 224 Fed. Rep. 344 [5 T. M. Rep. 
388|). “Crisco” having been registered over “Crispene,”’ applicant 
cannot contend that the two marks are alike, simply because they 
have the common syllable “Co.’’” 


Newton, C.: The trade-mark for paint consisting of the 
picture of a swimming duck was properly refused on prior registra- 
tions of marks showing representations of ducks. Differences in 
ducks are immaterial. Purchasers would not notice them. Water- 
proof paint is not a different class of goods from ordinary paint.'* 

* Ex parte, Imperial Sugar Co., 129 Ms. Dec. 241, January 9, 1919. 

“Ex parte, Imperial Sugar Co., 129 Ms. Dec. 342, January 25, 1919. 

" Ex parte, Red River Milling Co., 129 Ms. Dec. 483, Feb. 11, 1919. 
“Proctor & Gamble Co. v. Euey Shortening Co., 130 Ms. Dec. 217, 


March 28, 1919. 
* Ex parte, Eugene R. Oden, 130 Ms. Dec. 148, March 12, 1919. 
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Descriptive Marks 


Newton, C.: The trade-mark “Square Turn” for tractors re- 
jected because it is descriptive, indicating ability to make a right 
angle turn. It is uncertain what a “Square Turn” is. Any three- 
wheeled and most four-wheeled tractors can make a right angle 
turn. This is not an adjective in recognized use, and is unlikely 
to interfere with anybody else’s use of the word for purposes of 
description. Follows the rule announced in Ea parte, Boyce, 
Wheeler & Boyce, 199 O. G. 617 [4 T. M. Rep. 86], applicable to 
such word marks, that if the exclusive use of these words leaves 
open to everybody else all words useful in describing any quality 
or property appertaining to this particular class of goods, the words 
in question should be registered.’* 


Newton, C.: ‘Model’ for brassiéres, collars, cuffs, and neck- 
wear, is descriptive, meaning something to be imitated or copied. 
(So held in Ex parte, Standard Oil Co., Oct. 2, 1918). But in 
view of the large sums spent in advertising the mark, the fact that 
the trade recognizes it as a trade-mark, and the need of registering 
it in Central and South American countries, the Office should be as 
liberal as possible. The mark has been registered to others, and 
if applicant will limit the word to particular type and black mark 
under it, as shown in the exhibits, it may be registered.*® 


Cray, A. C.: “Vacu-Vapor” for valves for steam heating sys- 
tems is descriptive, indicating the peculiar utility of the valve. 
“Vapor Vacuum” and “Vacuum Vapor” are used to describe certain 
patent heating systems. Immaterial whether applicant’s alleged 
trade-mark describes his own goods, if it is descriptive of the kind 
or class of goods.*® 


Cray, A. C.: “Minute” as a trade-mark for spark plug cleaner 
is descriptive. There is no exercise of fancy, and no unusual use 
of words in saying that a cleaner is a minute cleaner. The word 

* Ex parte, Albaugh-Dover Co., 129 Ms. Dec. 473, Feb. 10, 1919. 


* Ex parte, Louis Levy, 129 Ms. Dec. 45, November 30, 1918. 


** Ex parte, Bishop, Babcock, Becker Co., 129 Ms. Dec. 156, December 
26, 1918. 
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“Lightning” for carbon remover, distinguished as fanciful. This 
is like “Instantaneous.” (Ez parte, Lufkin Rule Co., 162 O. G. 784 
[1 T. M. Rep. 96] ).** 


Newton, C.: The trade-mark for chains “Lock Link’ is de- 
scriptive. Several patents have been granted for the locking of 
links in a chain. The applicant’s chain is not locked, as in the 
patents, but has the ends of links twisted together, instead of welded. 
But applicant cannot monopolize a word which, though possibly not 
very aptly descriptive of his own chain, is descriptive of some other 
chain, since to allow him to do this would interfere with legitimate 
use of the word for description.** 


Cray, A.C.: “Lids for Kids,” for children’s hats, it is not de- 
scriptive. Even if both words are slang of recognized meaning, 
the combination is striking and unusual. Slang is always fanciful 
and imaginary. Invented words have become a part of our language 
(‘““Kodak,” “Celluloid,” “Vaseline’’), but the question of descriptive- 
ness must be considered as of the time of the adoption of the mark. 
In 1910, when this trade-mark was adopted, “lid” had no such 
recognized use, and the mark will not interfere with the proper use 
of the language by anybody.’® 


Cray, A. C.: The trade-mark for instep arch supports, a per- 
spective view of the under side of a foot supported on a mechanical 
arch, held in turn by a hand is descriptive. A disclaimer of the 
arch support will not remedy the situation, for it will leave the 
mark meaningless, or else would still describe the goods. It is a 
mere picture of the goods.*° 


Cray, A. C.: The trade-mark for candy, a pair of crude 
wooden shoes across one of which are the words “Dutch Dainties,” 


is neither geographical nor descriptive of goods made by applicant. 


* Ex parte, Champion Spark Plug Co., 129 Ms. Dec. 356, Jan. 25, 1919. 
** Ex parte, American Chain Co., 129 Ms. Dec. 475, February 10, 1919. 
* Ex parte, Adolph Meyer, 130 Ms. Dec. 186, March 22, 1919. 
* Ex parte, Scholl Mfg. Co., 130 Ms. Dec. 113, March 7, 1919. 
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The mark has plainly a grotesque and humorous meaning, not a 
descriptive one. As a whole, the mark is fanciful and arbitrary.” 


Wuirteneap, A. C.: “Innerbinder” for binding covers is de- 
scriptive of the binder, which is made in accordance with Jenkins’ 
patent. Argued that it is a coined word, not in use when the patent 
was issued. The catalogue and patent show the presence of two 
binders, one in another, so arranged that the leaves can be perma- 
nently bound when the binder is full.?* 


Cray, A. C.: The trade-mark “Sargent Safety” for a water 
gauge is descriptive. “Sargent” is a common name, and “safety” 
a word of common description. Any other person of the name 
would have the right to put the name on his valves and to call them 
“Safety valves,”** 


Cray, A. C.: “Cream of Ice Cream” for ice cream is descrip- 
tive, meaning the best or choicest. Other registrations of the word 
cream in the like sense are no justification of the error.** 


Newton, C.: “Hog-Tone” for a hog tonic is not descriptive. 
There is no word like it in the dictionary. Its appropriation does 
not take from anybody else the right to use the words in their 
legitimate sense.”® 


Newton, C.: The trade-mark “Just Right” in script for roof- 
ing is descriptive. It is in common use all over the country for 
purposes of description.*® 


Cray, A. C.: ‘“‘U-Put-On” as a trade-mark for rubber heels 
for shoes is descriptive, being heels made to fit over the flare in 


women’s heels, and to be put on by the buyer by snapping over the 
heels.?" 


*1 Ex parte, Marie Dutch, 130 Ms. Dec. 118, March 7, 1919. 

= Ex parte, Shea Smith & Co., 130 Ms. Dec. 280, April 7, 1919. 

* Ex parte, Sargent Co., 129 Ms. Dec. 242, January 9, 1919. 

* Ex parte, Chapin-Sacks Mfg. Co., 130 Ms. Dec. 43, Feb. 20, 1919. 

* Ex parte, Avalon Farms Co., 130 Ms. Dec. 66, February 27, 1919. 

* Ex parte, New England Felt Roofing Works, 130 Ms. Dec. 111, March 
7, 1919. 

7 Ex parte, Robert E. Miller, Inc., 180 Ms. Dec. 149, March 14, 1919. 
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Cray, A. C.: The trade-mark ‘“Autoguard” is descriptive of a 
bumper for automobiles, and is chosen only to tell what the article 
does; a trade-mark properly has no such purpose.** 


Cray, A. C.: “No-Hair” as a trade-mark for superfluous hair 
remover is descriptive, not merely suggestive.”® 


Cray, A. C.: The trade-mark “Kiddies Kicks” for shoes and 
boots is not descriptive, but fanciful (even if “Kiddie Kloth”—Ms. 
Dec., May 16, 1913 [4 T. M. Rep. 41]—is descriptive). It is 
liable to confusion with “Kippy Kicks” for like goods, and an in- 
terference between them should not be dissolved on motion.*° 


Prior Use 


Cray, A. C.: Cancellation of the trade-mark “Hay-po” for 
a hair dressing, combined with two rectangular pictures alleged to 
be portraits of Effie Mathers, before and after treatment. The 
cancellation was based on prior use of quite the same mark—the 
word “Poro” used with the usual before and after pictures, enclosed 
in circles. The pictures in the Hay mark were held not to be dis- 
tinctive enough to be entitled to registration, and were evidently in- 
cluded to make his mark look like the “Poro” mark. If Hay could 
maintain his mark, he could enjoin the use of the Poro labels, in 
use ten years before his date of registration and prima facie date 
of use. Cancellation ordered.** 


Cray, A. C.: Central blue stripe as trade-mark for rubber 
belting is properly refused on application of a manufacturer who 
has made a blue belt with the seam stripe of a different shade of 
blue. It is not material why opposer made and sold blue striped 
belt. He has the right to be immune from attack by another claim- 
ing the mark as a trade-mark.** 


* Ex parte, Stewart Warner Speedometer Co., 130 Ms. Dec. 137, March 
12, 1919 (rehearing). 
2 Ex parte, Geo. C. Krusen & Son, 129 Ms. Dec. 16, November 27, 1919. 
® Slater & Morrill v. United Workmen’s Boot & Shoe Co., 130 Ms. Dec. 
75, March 4, 1919. 
“ie Poro College Co. v. Clarence C. Hay, 129 Ms. Dec. 257, January 11, 
“ Gutta Percha & Rubber Mfg. Co. v. Goodyear Tire & Rubber Co., 129 
Ms. Dec. 6, November 23, 1918. 
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Proper Names. 


Newton, C.: “The Dunham Heating Service’ (the word 
“The” being encircled by the “D”) is a distinctive way of writing 
the name Dunham, as much so as the signature of Dunham. The 
Office should be liberal in registering proper names distinctively 
displayed. ‘Heating Service” should be disclaimed, except in the 
association shown.** 


Registration of Part of Mark 


Newton, C.: The trade-mark applied for is “Seal” for elec- 
tric batteries. The specimens show two marks, one a blue seal 
with the words “Blue Seal,” the other a red seal with the words 
“Red Seal.” There is no authority for registering a part of a mark 
only, as is sought here. To permit it would be to falsify the record 
and mislead the public as to the mark actually in use. Thus, the 
principal purpose of the registration would be defeated. If ap- 
plicant will show the picture of a seal with the words “Blue Seal” 
and disclaim the word “Blue” as descriptive, the mark may be 
registered.** 


Wuiteneap, A. C.: The name “Pratt & Whitney” may be 
registered, though the specimens show “Pratt & Whitney Co.” The 
omission of the word “Co.” is no mutilation of the mark. The 
machines (wood and metal marking machines) would doubtless be 
known as Pratt & Whitney machines.*° 


Transfer 


Cray, A. C.: Trade-mark “Silver Beam” for lamps held to 
have passed to the registrant, the senior party, upon the transfer 
of the business in which it was used. The transfer of a business 
takes the trade-mark, whether specifically mentioned or not. There 
can be no such thing as ownership of a trade-mark apart from the 
business in which it is used, and therefore no valid license to use a 


Ex parte, Dunham Co., 130 Ms. Dec. 261, April 3, 1919. 


** Ex parte, Manhattan Electrical Supply Co., 129 Ms. Dec, 218, January 
6, 1919. 


* Ex parte, Pratt, Whitney Co., 129 Ms. Dec. 225, January 7, 1919. 
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mark, reserving in the first user the title thereto, can be given. 
“The privilege of deceiving the public is not a legitimate subject of 
commerce.” The rights of Kaufmann were transferred to Williams 
with the business, which was sold by court order, and the latter 
properly registered the mark.*° 


Use in Trade 


Newton, C.: The trade-mark “Kasement’’ for hinges, springs 
and pulls for doors is properly registered where the specimens in- 
dicate the fixtures are for use on “Kasement” Screen Doors, for 
which the mark has been already registered. Such use is sufficient 
trade-mark use.** 


Cray, A. C.: Trade-mark on book used for advertising the 
business of the sender only is not use in trade.** 


“CU. a 


Cray, A. C.: Application for trade-mark “U. S.” for boots 
and shoes. Argued cannot be barred from registration of initials 
merely because they are those of the Government, but this is just 
what the statute provides. If the Office has made the mistake of 
registering it before, there is no reason to repeat the error.*® 


What May Be Trade-Mark 


Cray, A.C.: Trade-mark for coffee, teas and spices, consisting 
of a checker or domino pattern. The label shows what is claimed is 
a design covering the whole package, irrespective of color, size or 
arrangement, and on the basis of a use in which the pattern is a 
mere ornamental background for other trade-marks. It is obvious 
that the design is not intended to indicate make, but is only orna- 
mental. It might become distinctive by long use, but that is not 


* Charles Kaufmann & Sons v. Williams Mfg. Co., 129 Ms. Dec. 64, 
December 7, 1918. 


* Ex parte, Rockwell Mfg. Co., 129 Ms. Dec. 472, February 10, 1919. 


* Ex parte, Commercial Liquidation Co., 129 Ms. Dec. 89, December 12, 
1918, 


* Ex parte, United States Rubber Co., 129 Ms. Dec. 75, Dec. 9, 1919. 
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enough. Nothing can be a trade-mark that does not show on the 
face of it that it is meant to be such, for its very function is to point 
out or distinguish. Where, as here, the device is not distinctive, 
but has a function other than to point to origin, it is not a trade- 
mark at all.*° 


Cray, A. C.: Trade-mark for underwear, consisting of two 
concentric circles enclosing two wreaths, and a double bar across the 
front and above and outside the circles the name “Wallace’s’”’ in 
script. The display is sufficiently distinctive. The name is ob- 
viously in somebody’s handwriting. The mark should be taken as 
a whole.** 


Cray, A.C.: An alleged trade-mark for paper, envelopes, and 
stationery, consisting of the applicant’s name between two concen- 
tric elipses, is no trade-mark at all. Applicant’s sale of “service” 
by use of the stationery is not use of the mark in trade. This is the 
mark of the user of the stationery, not of the maker. The station- 
ery could not be sold, because nobody could properly use it, except 
the applicant.*? 


Wrong State of Incorporation Named in Application 


Cray, A. C.: When the wrong State is named as the State of 
applicant’s incorporation, the mark should be cancelled, without a 
petition under rule 52, which contemplates only an inter partes case, 
and upon filing a statement that the corporation is the same, the old 
mark should be cancelled and a new certificate issued without a 
new publication.*® 


“ Ex parte, Woolson Spice Co., 129 Ms. Dec. 278, Jan. 16, 1919. 

“ Ex parte, Linen Underwear Co., 130 Ms. Dec. 199, March 22, 1919. 

“ Ex parte, Third National Bank of St. Louis, 130 Ms. Dec. 129, March 
10, 1919. 

* Ex parte, Dry Milk Co., 130 Ms. Dec. 200, March 22, 1919. 
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